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DETAILED ACTION 

1. Claims 17-30 are pending. Claims 17 and 25 have been amended in this 
communication filed 02/04/09 entered as Response After Non-Final Action and Request 
for Extension of Time. 

2. The 35 USC 112, second paragraph rejection from the prior Office Action is 
hereby withdrawn. 

Claim Objections 

Claims 18-30 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Rule 1 .75 (c ) 
provides that "[0]ne or more claims may be presented in dependent form, referring back 
to and further limiting another claim or claims in the same application. See also MPEP 
608.01 (n), under the heading "III Infringement Test", second paragraph, wherein it 
states, u [t]he test for a proper dependent claim under the fourth paragraph of 35 USC 
112 is whether the dependent claim includes every limitation of the claim from which it 
depends". See MPEP 608.01 (n). 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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Claims 17-30 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Amended claims 17 and 25 recite "monitoring 
unit" but the Specification recites "monitoring function". 

Claims 18-30 are also rejected because they depend from a rejected claim. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 17-30 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It is vague and indefinite what Applicants' mean by a monitoring unit in claims 17 
and 25. A monitoring unit is broad and varied and not defined by Applicants' 
specification or shown in the drawings. 

Claims 18-30 are also rejected for their dependency on a rejected claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 17-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
(US 5,563,999) Yaksich et al, hereafter Yaksich in view of (US 6,330,542) Sevcik et al, 
hereafter Sevcik. 

With respect to claim 17, Yaksich teaches, a computer-implemented database 
monitoring unit located at a corporate facility, wherein the database monitoring unit 
detects changes to the corporate sales management system and, in response thereto, 
generates event data comprising information that describes the sales management 
event (col. 3, line 21-65 and col. 5, lines 30-61). Yaksich did not teach, a print 
processing facility, located at a geographic location different from the corporate location 
and coupled to the database monitoring unit over a network, wherein the print 
processing facility receives the event data, compares the event data to one or more 
predefined event rules that determine whether the printed product should be produced 
and, in response to a positive determination, automatically generates a print order for 
the printed product using information extracted from the event data. Sevcik discloses, a 
print processing facility, located at a geographic location different from the corporate 
location and coupled to the database monitoring unit over a network, wherein the print 
processing facility receives the event data, compares the event data to one or more 
predefined event rules that determine whether the printed product should be produced 
and, in response to a positive determination, automatically generates a print order for 
the printed product using information extracted from the event data (col. 1, lines 1 1-22, 
col. 3, lines 42-65, col. 6, lines 28-67, and col. 7, lines 1-2). It would have been obvious 
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to one having ordinary skill in the art at the time the invention was made to have a print 
processing facility, located at a geographic location different from the corporate location 
and coupled to the database monitoring unit over a network, wherein the print 
processing facility receives the event data, compares the event data to one or more 
predefined event rules that determine whether the printed product should be produced 
and, in response to a positive determination, automatically generates a print order for 
the printed product using information extracted from the event data and to modify in 
Yaksich in view of Yaksich's manufacturing (printing) facility at a number of 
geographically remote locations and because such a modification would allow Yaksich 
to manage commercial printing and the inefficiencies that exist for both the buyers of 
commercial printing and the providers (see Sevcik - col. 1, lines 8-16). 

With respect to claim 18, Yasich failed to disclose, The system of claim 17, 
wherein the print order comprises a procurement request that requires further approval 
by a corporate employee before the printed product is produced. Sevcik discloses, 
wherein the print order comprises a procurement request that requires further approval 
by a corporate employee before the printed product is produced (col. 1, lines 11-22, col. 
3, lines 42-65 and col. 6, lines 28-67 -col. 7, line 2). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify Yaksich with 
the teachings of Sevcik because such a modification would allow Yaksich to understand 
the significance of receiving an immediate quote computed from various print providers, 
to consider the process involved, the transaction costs to the organization, and the 
steps that are apart of the process before the printed product is produced. 
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With respect to claim 19. Yaksich discloses,The system of claim 17, wherein the 
procurement request is approved in a procurement system located at the corporate 
facility, and wherein the print processing facility transmits the procurement request to 
the procurement system for approval by the corporate employee (col. 8, lines 28-34, col. 
9, line 1-col. 11, line 39 and col. 39, lines 39-42). 

With respect to claim 20. Yaksich discloses, The system of claim 19, wherein the 
procurement system transmits the approval to the print processing facility which, in 
response thereto, produces the printed product (col. 39, lines 39-42). 
With respect to claim 21. Yaksich discloses, The system of claim 17, wherein the print 
order comprises a print production request that is directly fulfilled by a print production 
system without further approvals (col. 40, line 65-col. 41, line 7). 

With respect to claim 22, Yaksich discloses, wherein the print order comprises 
one or more print criteria that must be satisfied before the printed product is actually 
produced (col. 9 and 10, lines 25-67 and col. 11, lines 1-15). 

With respect to claim 23, Yaksich and Sevcik did not teach, wherein the print 
processing facility notifies a corporate employee via e-mail of the print order, but it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have the print processing facility notify a corporate employee via e-mail of 
the print order and to modify in Yaksich and Sevcik because such a modification would 
allow Yaksich and Sevcik to have the capability to have the delivery service send the 
image to the client for approval and the client can contact the system by electronic mail 
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to confirm approval of the order (notification of the print order to the client (employee) 
via e-mail). 

With respect to claim 24, Yaksich and Sevcik did not teach, wherein the 
corporate employee is specified in one of the predefined event rules, but it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to have the corporate employee specified in one of the predefined event rules and to 
modify in Yaksich and Sevcik because such a modification would allow Yaksich and 
Sevcik to have a confirmation from the client (corporate employee) as to the approval to 
execute the order in full according to the description in the client's order (predefined 
event rules). 

With respect to claim 25. Yaksich failed to disclose, The system of claim 17, wherein the 
database monitoring unit and the print processing facility communicate over the 
Internet. Sevcik discloses, The system of claim 17, wherein the database monitoring 
unit and the print processing facility communicate over the Internet (col. 3, lines 21-65). 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Yaksich to have an automated Internet system that 
features a series of graphical interfaces which represent various print providers and to 
have the optimal equipment for the project to be computed and for the project to be 
produced. 

With respect to claim 26. Yaksich failed to disclosejhe system of claim 17, wherein the 
print processing facility retrieves corporate-specific information in addition to the event 
data and uses the corporate-specific information to generate a print production request. 
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Sevcik discloses, The system of claim 17, wherein the print processing facility retrieves 
corporate-specific information in addition to the event data and uses the corporate- 
specific information to generate a print production request.(col. 3, line 42-col. 4, line 11). 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify in Yaksich with the teachings of Sevcik because such a 
modification would allow Yaksich to have a system that has a complete database of 
information for custom products which allows for search and retrieval of specific 
information and automatically generates quotes for custom products and ensures the 
project is produced on the equipment for that particular product. 

Claims 27-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over (US 
5,563,999) Yaksich et al, hereafter Yaksich in view of (US 6,330,542) Sevcik et al, 
hereafter Sevcik and further in view of IPrint.com. 

With respect to claim 27. Yaksich and Sevcik failed to disclose, The system of claim 26, 
wherein the corporate-specific information comprises a corporate logo that is not stored 
in the corporate sales management system. IPrint.com discloses, The system of claim 
26, wherein the corporate-specific information comprises a corporate logo that is not 
stored in the corporate sales management system (Pg. 7, para. 3, Pg. 8, para. 2 and 
Pg. 9, para. 1). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify in Yaksich with the teachings of IPrint. Com 
because such a modification would allow Yaksich to have the information that is entered 
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to become part of the database for that item (the item could be a corporate logo). 
With respect to claim 28. Yaksich failed to disclose, The system of claim 17, wherein 
the print processing facility generates a print production request to produce the printed 
product without any human intervention at the corporate facility and without any human 
intervention at the print production facility. Sevcik discloses, The system of claim 17, 
wherein the print processing facility generates a print production request to produce the 
printed product without any human intervention at the corporate facility and without any 
human intervention at the print production facility (col. 9, lines 26-64). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to modify Yaksich with the teachings of Sevcik because such a modification would allow 
Yakisch to have a system with a home page that includes all of the information that a 
print buyer needs in order to send a print production job over the Internet from a 
corporate facility to a print production facility. 

With respect to claim 29. Yaksich discloses,The system of claim 17, wherein the print 
processing facility translates at least some of the event data into a common print 
production request based on a schema mapping between fields in the corporate human 
resources database and fields stored in the print processing facility (col. 11, lines 30-39 
and col. 13, line 1-col. 16, line 55) 

With respect to claim 30, Yaksich failed to disclose, The system of claim 17, wherein the 
printed product comprises a sales brochure. Sevcik discloses, The system of claim 17, 
wherein the printed product comprises a sales brochure (col. 7, lines 3-12). It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
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made to modify in Yaksich with the teachings of Sevcik because such a modification 
would allow Yaksich to have what is known as marketing collateral which includes sales 
and data sheets and brochures (sales literature. 

Response to Arguments 
Applicant's arguments filed 02/04/09 have been fully considered but they are not 
persuasive. 

Issue no. 1 : Applicants' argue: Sevcik fails to overcome the deficiency of Yaksich 
and Sevcik does not teach or suggest that the printing processing facility "compares the 
event data to one or more predefined event rules that determine whether the printed 
product should be produced Sevcik specifically teaches away from the feature of 
claim 17 has been considered but is not persuasive. Response: If the buyer does not 
determine whether the event data to one or more pre-defined event rules that the 
printed product should be produced, it is unclear how the print facility according to the 
claim limitations make this determination. 

The usage of the term "whether" makes the claim limitation indefinite and does 
not distinguish the claim from the prior art. See In re Collier, 158 USPQ266 (CCPA 
1968). 

"An essential purpose of patent examination is to fashion claims that are precise, 
clear, correct, and unambiguous. Only in this way can uncertainties of claim scope be 
removed ... n . In re Zletz 13 USPQ2d 1320 (Fed. Cir. 1989). 

Issue no. 2: Applicants' argue: Sevcik specifically teaches away from the feature 
in issue no. 1 above for claim 17 has been considered but is not persuasive. Response: 
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"A reference is no less anticipatory, if, after disclosing the invention the reference 
disparges it. Thus, the question whether a reference teaches away from the invention is 
inapplicable to an anticipation analysis." Celeritas Techs.Ltd. v. Rockwell Int'l Corp., 47 
USPQ 2d 1516 (Fed. Cir. 1998). 

"The test of obviousness is not whether features of secondary reference may be 
bodily incorporated into primary reference's structure, nor whether claimed invention is 
expressly suggested in any one or all of the references; rather, the test is what the 
combined teachings of references would have suggested to those of ordinary skill in the 
art". In re Keller, 208 USPQ 871 (CCPA 1981). 

Issue no. 3: Applicants' argue: Sevcik does not teach or suggest the claim 17 
feature of "in response to a positive determination, automatically generates a print order 
for the printed product using information extracted from the event data" has been 
considered but is not persuasive. Response: It is unclear and vague what Applicants' 
mean by "in response to a positive determination". Do Applicants 1 mean "in response to 
a positive determination the printed product should be produced" or "in response to a 
positive determination the print order is generated"? 

Sevcik discloses in col. 6, line 64-col. 7, line 2 what is interpreted as "in response 
to a positive determination, automatically generates a print order for the printed product 
using information extracted from the event data". These col. and line numbers recite "a 
press check option which allows the print buyer to approve the project when it is on the 
press prior to having the entire project printed. If the print buyer wants a press check, 
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then the system also prompts the buyer for the maximum distance the buyer is willing to 
travel for the press check". 

Issue no. 4: Applicants' argue: IPrint.com fails to cure the deficiencies of Sevcik 
and Yaksich and fails to teach or suggest the features of claim 17 has been considered 
but is not persuasive. Response: IPrint.com was not used to reject any of the claim 
limitations of claim 17. Sevcik and Yaksich were used to reject the claim limitations of 
claim 17. 

In an effort to move the Application to an Allowance it is respectfully requested 
that Applicants' clarify the issues raised in the claim limitations. 

"However, this court has consistently taken the tack that claims yet unpatented 
are to be given the broadest reasonable interpretation consistent with the specification 
during the examination of a patent application since the applicant may then amend his 
claims, the thought being to reduce the possibility that, after the patent is granted, the 
claims may be interpreted as giving broader coverage than is justified." In re Prater, 
162 USPQ 541 (CCPA 1969). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Inquiries 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741. 
The examiner can normally be reached on Monday, Tuesday, and Thursday, 5:30AM- 
3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dixon Thomas can be reached on 571-272-6803. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ella Colbert/ 

Primary Examiner, Art Unit 3696 

April 20, 2009 



